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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO.           85315751
 
    MARK: EZ PAI GOW
 

 
        

*85315751*
    CORRESPONDENT ADDRESS:
          JAMES R MENKER
          HOLLEY & MENKER PA
          PO BOX 331937
          ATLANTIC BEACH, FL 32233-1715
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: DEQ Systèmes Corp.
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :
  
          1003.0019
    CORRESPONDENT E-MAIL ADDRESS: 
          eastdocket@holleymenker.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
 
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
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ISSUE/MAILING DATE: 2/27/2013
 
THIS IS A FINAL ACTION.
 
This Office Action is sent in response to the applicant’s most recent correspondence, dated February 11,
2013.  In the correspondence, the applicant contests a refusal and requirements issued by the examining
attorney in an Office Action sent on November 15, 2012.  The examiner had refused registration under
Trademark Act §2(e)(1) and required clarification regarding the identifications and/or classifications of
goods.
 
The applicant’s arguments against the refusal and requirements are not successfully persuasive.  
Therefore, the refusal to register is maintained herein and made final.
 
Please note that the immediately previous action, a Notice of Incomplete Response sent on February 13,
2013, is now withdrawn as the applicant has demonstrated that the attorney responding on February 11 is
part of the law firm representing applicant.
 
Refusal under Trademark Act Section 2(e)(1) – Mark is Merely Descriptive
 
Registration is refused because the applied-for mark, “EZ PAI GOW,” merely describes the nature and
features of the applicant’s goods.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP
§§1209.01(b), 1209.03 et seq.
 
The determination of whether a mark is merely descriptive is considered in relation to the identified goods
and/or services, not in the abstract.  In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218
(C.C.P.A. 1978); TMEP §1209.01(b).  A mark is merely descriptive if it describes an ingredient, quality,
characteristic, function, feature, purpose or use of the specified goods and/or services.  TMEP
§1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005);
In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987).  Moreover, a mark that
identifies a group of users to whom an applicant directs its goods and/or services is also merely
descriptive.  TMEP §1209.03(i); see In re Planalytics, Inc., 70 USPQ2d 1453, 1454 (TTAB 2004).
 
Three major reasons for not protecting descriptive marks are:  (1) to protect only marks that are capable of
being distinguished by consumers as indicators of unique source; (2) to prevent the owner of a descriptive
mark from inhibiting competition in the marketplace; and (3) to avoid the possibility of costly
infringement suits brought by the trademark or service mark owner.  In re Abcor Dev. Corp., 588 F.2d
811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978); TMEP §1209.  Businesses and competitors should be free
to use descriptive language when describing their own goods and/or services to the public in advertising
and marketing materials.  See In re Styleclick.com Inc., 58 USPQ2d 1523, 1527 (TTAB 2001).
 

Analysis of the Applicant’s Mark in the Context of the Identified Goods
 
In this case, the applicant seeks to register the mark “EZ PAI GOW” for goods related to gambling and
gaming.  The applicant’s mark merely describes the nature and purpose of the goods.
 
The letters “EZ” in the mark are common shorthand for the word “easy”, as shown by the previously
attached evidence.  The examining attorney attaches additional evidence, such as an entry from the
Random House online dictionary, demonstrating the common use of these letters as an abbreviation for
“easy”.   Finally, the examining attorney attaches numerous third-party registrations for marks for goods
in Classes 9 and 28 – including for toys and games – that show treatment of the term as meaning “easy”



and therefore merely descriptive. These terms describe goods that are simple and clear to use, involve
basic rules, and so forth.  The term “EZ” thus describes characteristics and the purpose of the applicant’s
goods in making the applicant’s games simple for consumers to play, such as with more basic or clearer
rules.
 
The phrase “PAI GOW” is the common generic name for a type of casino game.   The specimens for the
applicant’s goods clearly show the goods being used to play this game.   This wording is thus generic in
the context of the goods.
 
The applicant’s own evidence, submitted in the Request for Reconsideration, reinforces that the wording
in the mark is merely descriptive.  First, it is noted that the game “is the only stand-alone commission free
Pai Gow game in the market.”   Further, a member of the industry is quoted as noting that “[the
applicant’s game] is the only true non commission form of Pai Gow where the push mechanism is offset
by a very enticing optional side bet.”   Finally, the “easy” aspect of the game is reinforced by the
description of the goods as featuring “a revolutionary method of accelerating the speed of Pai Gow poker
by eliminating the 5% commission on winning hands.”
 
Taken together, the terms in the applicant’s mark are not inherently distinctive, but rather merely describe
the nature and features of the goods.  Consumers will not associate the mark with a particular source, but
rather as simple information about the goods.  Other entities must remain free to use such terms to
describe the nature and purpose of similar goods.
 
The applicant argues that because opinions vary whether “PAI GOW” is simple or difficult, the term
“EZ” in the mark is not merely descriptive.   This argument is not persuasive.  The standard is whether
consumers believe that the term describes the applicant’s goods, not the general game of pai gow. 
Consumers could easily believe that the applicant’s mark describes features of the goods that make pai
gow easier to play.  Thus, in the context of the applicant’s goods, the term is merely descriptive.
 
For these reasons, registration remains refused.
 

Applicant’s §2(f) Claim of Acquired Distinctiveness is Insufficient
 
In its Request for Reconsideration, the applicant amended the application to assert acquired distinctiveness
based on at least three years’ use of the mark in commerce as well as claiming substantial advertising
expenditures and sales of the goods.  However, the allegation is insufficient to show acquired
distinctiveness because the applied-for mark is highly descriptive of applicant’s goods and/or services. In
re Kalmbach Publ’g  Co., 14 USPQ2d 1490 (TTAB 1989); TMEP §1212.05(a).  Additional evidence is
needed.
 
When asserting a Trademark Act Section 2(f) claim, the burden of proving that a mark has acquired
distinctiveness is on the applicant.  Yamaha Int’l Corp. v. Yoshino Gakki Co., 840 F.2d 1572, 1578-79, 6
USPQ2d 1001, 1004 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc., 267 F.2d 945, 948, 122 USPQ 372,
375 (C.C.P.A. 1959); TMEP §1212.01.  Thus, applicant must establish that the purchasing public has
come to view the proposed mark as an indicator of origin.
 
In the present case, applicant’s claim of acquired distinctiveness based on use in commerce is insufficient
to show acquired distinctiveness of the mark for several reasons.
 
First, the length of applicant’s use – barely three and a half years at this point – does not generally



constitute a sufficient length of time such that the Trademark Office is willing to presume that consumers
have had time to encounter a mark and become accustomed to associating the mark with a particular
unique source.  Even five years’ worth of use may be insufficient in some cases where the mark is highly
descriptive.  TMEP §1212.05.  Here, given the nature of the mark and a claim of barely three years’
worth of use, the claim is insufficient.
 
Second, a claim of acquired distinctiveness based on substantially exclusive, continuous use is generally
required to be supported by an affidavit or declaration signed by the applicant.  TMEP §1212.05(d).  The
applicant does not provide a signed declaration.
 
Finally, the applicant’s additional evidence supporting its claim is lacking in both persuasive weight and
volume.  The evidence of advertising and sales consists of only one document in the form of a press
release.  A press release, like an advertisement, does not necessarily demonstrate the applicant’s success
in educating the public to associate the mark with a single source.  Rather, at best such evidence tends only
to demonstrate efforts in this regard.  TMEP §1212.06(b).
 
For these reasons, the applicant’s evidence of acquired distinctiveness is insufficient and the claim under
§2(f) is refused.
           
To support the claim of acquired distinctiveness, applicant may respond by submitting additional
evidence.  In re Half Price Books, Records, Magazines, Inc., 225 USPQ 219, 220 n.2 (TTAB 1984);
TMEP §1212.02(g).  Such evidence may include specific dollar sales under the mark, advertising figures,
samples of advertising, consumer or dealer statements of recognition of the mark as a source identifier,
affidavits, and any other evidence that establishes the distinctiveness of the mark as an indicator of source.
  See 37 C.F.R. §2.41(a); In re Ideal Indus., Inc., 508 F.2d 1336, 184 USPQ 487 (C.C.P.A. 1975); In re
Instant Transactions Corp., 201 USPQ 957 (TTAB 1979); TMEP §§1212.06 et seq. 
 
If additional evidence is submitted, the following factors are generally considered when determining
acquired distinctiveness:  (1) length and exclusivity of use of the mark in the United States by applicant;
(2) the type, expense and amount of advertising of the mark in the United States; and (3) applicant’s
efforts in the United States to associate the mark with the source of the goods and/or services, such as
unsolicited media coverage and consumer studies.  See In re Steelbuilding.com, 415 F.3d 1293, 1300, 75
USPQ2d 1420, 1424 (Fed. Cir. 2005).  A showing of acquired distinctiveness need not consider all these
factors, and no single factor is determinative.  In re Steelbuilding.com, 415 F.3d at 1300, 75 USPQ2d at
1424; see TMEP §§1212 et seq.  The Office will decide each case on its own merits.
 
If applicant cannot submit additional evidence to support the claim of acquired distinctiveness, applicant
may respond to the refusal by arguing in support of registration and/or amending the application to seek
registration on the Supplemental Register.  See 15 U.S.C. §1091; 37 C.F.R. §§2.47, 2.75(a); TMEP
§§801.02(b), 816.  If applicant amends the application to the Supplemental Register, applicant is not
precluded from submitting evidence and arguments against this refusal.  TMEP §816.04.
 
The following requirements are also maintained and made final.
 
Identifications and Classifications of Goods Require Amendment
 
The wording used to describe portions of the applicant’s goods needs clarification because it is indefinite
and/or includes goods classified in different international classes.  See TMEP §§1401 et seq., 1402.01,
1402.03.
 



The Trademark Office requires a degree of particularity necessary to identify clearly goods and/or services
covered by a mark.  See In re Omega SA, 494 F.3d 1362, 1365, 83 USPQ2d 1541, 1543-44 (Fed. Cir.
2007).  Descriptions of goods and services in applications must be specific, explicit, clear and concise. 
TMEP §1402.01; see In re Cardinal Labs., Inc., 149 USPQ 709, 711 (TTAB 1966); Cal. Spray-Chem.
Corp. v. Osmose Wood Pres. Co. of Am., 102 USPQ 321, 322 (Comm’r  Pats. 1954).  These requirements
for specification of the particular goods and/or services apply to applications filed under all statutory
bases.  See 15 U.S.C. §§1051(a)(2), 1051(b)(2), 1053, 1126(d)-(e), 1141f; 37 C.F.R. §2.32(a)(6); TMEP
§§1402.01, 1402.01(b)-(c).
 
The application insufficiently describes the following goods:
 

In Class 28, the wording “casino card games” remains indefinite and may be misclassified.  In the
context of casinos, it is unclear whether these are electronic games in the nature of slot or wager
machines like video poker machines, or simple decks of cards.  Both are used in casinos, and both
are games featuring cards, but the ultimate natures of the goods are very different.  The applicant
must clarify the nature of the goods and classify them properly.

 
Contrary to the applicant’s arguments, it is not necessarily true that because “card games” is
acceptably definite that the entry encompasses all card games if the games are electronic.
 Electronic card games may fall into either Class 9 or Class 28 depending on whether the goods are
merely the software programs for the games (Class 9) or the physical gaming devices/machines
(Class 28).  Thus, in addition to being simply indefinite because the nature of the goods is not
clear, the goods may be misclassified.

 
If accurate, and inserting specific information where directed, the applicant may adopt any or all of the
following identifications of goods.  See TMEP §1402.01.  PLEASE NOTE:  The applicant has currently
paid for any ome (1) class of its choosing.
 

Class 9:  Electronic card game computer programs, namely, software for gaming machines
including slot machines or video lottery terminals;

 
Class 28:  Gaming machines including slot machines or video lottery terminals for playing
electronic card games; Card games; Card games for use in casinos; Card game accessories, namely,
tables specially adapted for casino games; Gaming tables; Gaming table felt layouts for betting and
instructions for playing card games, sold as a unit.

 
The applicant should note the following when amending the identifications and/or classifications.
 

The applicant may use different wording of its own when amending the identifications and/or
classifications of goods.  The applicant must follow the guidelines discussed herein to ensure
specificity and accuracy.  Please note that while identifications of goods can be clarified or limited
by amendment; adding to the goods or broadening the scope of the goods or services is not
permitted.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.  Therefore, the applicant may
not amend the identification to include goods that are not within the scope of the present
identification.

 
Careful use of grammar, capitalization, and punctuation helps to clearly group or distinguish goods
and services.  Generally, commas should be used (1) to separate a series of related items or a series
of descriptions of characteristics for a single overall category of goods or services (the term



“namely” often signifies such a list or series of many items or descriptions under a broader
category).  TMEP §1402.01(a).  Semicolons generally should be used to separate a series of distinct
categories of goods or services within an international class.  Id.  For example, the identification of
goods “cleaners, namely, glass cleaners, deodorizers for pets, cosmetics” is ambiguous because
“cosmetics” and “deodorizers for pets” are not “cleaners,” and thus are not within this category of
goods even though they are all in the same international class.  Id.  However, by replacing the
commas with semicolons after “glass cleaners” and “deodorizers for pets,” this identification
would become acceptable:  “Cleaners, namely, glass cleaners; Deodorizers for pets; Cosmetics.”   Id.

 
The applicant must be as complete and specific as possible and avoid the use of indefinite words
and phrases.  See TMEP §§1402.01, 1402.03(a).  If applicant uses indefinite wording, such as
“accessories,” “components,” “devices,” “equipment,” “materials,” “parts,” “systems,”
“products,” “services in connection with,” “such as,” “including,” “and like services,”
“concepts,” or “not limited to,” to refer to goods or services, such words must be followed by
“namely,” followed by a list of the specific goods or service activities identified by their common
commercial names.

 
Periodically the Office revises its international classification system and the policies regarding
acceptable identifications of goods and services.  Identifications are examined in accordance with
Rules of Practice and Office policies and procedures in effect on the application filing date.  37
C.F.R. §2.85(e)(1); TMEP §1402.14.  Descriptions of goods and services found in earlier-filed
applications and registrations are not necessarily considered acceptable identifications when a later-
filed application is examined.  See TMEP §§702.03(a)(iv), 1402.14.  For guidance on writing
identifications of goods and/or services and classifying them properly, please use the online
searchable Manual of Acceptable Identifications of Goods and Services at
http://tess2.uspto.gov/netahtml/tidm.html, which is continually updated in accordance with
prevailing rules and policies.  See TMEP §§70203(a)(iv), 1402.04.

  
Requirements for Multiple-Class Applications

 
For an application with more than one international class, called a “multiple-class application,” an
applicant must meet all the requirements below for those international classes based on use in commerce:
 

(1)  LIST GOODS AND/OR SERVICES BY INTERNATIONAL CLASS:  Applicant must list
the goods and/or services by international class.
 
(2)  PROVIDE FEES FOR ALL INTERNATIONAL CLASSES:  Applicant must submit an
application filing fee for each international class of goods and/or services not covered by the fee(s)
already paid (confirm current fee information at http://www.uspto.gov/trademarks/tm_fee_info.jsp
).
 
(3)  SUBMIT REQUIRED STATEMENTS AND EVIDENCE:  For each international class of
goods and/or services, applicant must also submit the following:

 
(a)  DATES OF USE:  Dates of first use of the mark anywhere and dates of first use of the
mark in commerce, or a statement that the dates of use in the initial application apply to that
class.  The dates of use, both anywhere and in commerce, must be at least as early as the filing
date of the application.
 
(b)  SPECIMEN:  One specimen showing the mark in use in commerce for each international

http://www.uspto.gov/trademarks/tm_fee_info.jsp


class of goods and/or services.  Applicant must have used the specimen in commerce at least as
early as the filing date of the application.  If a single specimen supports multiple international
classes, applicant should indicate which classes the specimen supports.  Examples of
specimens for goods are tags, labels, instruction manuals, containers, photographs that show
the mark on the actual goods or packaging, or displays associated with the goods at their point
of sale.  See TMEP §§904.03 et seq.  Examples of specimens for services are signs,
photographs, brochures, website printouts, or advertisements that show the mark used in the
actual sale or advertising of the services.  See TMEP §§1301.04 et seq.
 
(c)  STATEMENT:  The following statement:  “ The specimen was in use in commerce on
or in connection with the goods and/or services listed in the application at least as early as
the filing date of the application.”
 
(d) VERIFICATION:  Applicant must verify the statements in 3(a) and 3(c) (above) in an
affidavit or signed declaration under 37 C.F.R. §2.20.  Verification is not required where (1)
the dates of use for the added class are stated to be the same as the dates of use specified in the
initial application, and (2) the original specimens are acceptable for the added class(es).

 
See 15 U.S.C. §§1051(a), 1112, 1127; 37 C.F.R. §§2.32(a)(5), 2.34(a)(1), 2.56(a), 2.71(c), 2.86(a),
2.193(e)(1); TMEP §§1403.01, 1403.02(c).
 
With respect to the specimen requirement in 3(b) above in which a specimen is required for each
international class of goods, the specimens of record are acceptable for International Class 28 only. 
Applicant must submit additional specimens if different international classes are added to the application.
 
RESPONDING TO A FINAL OFFICE ACTION
 
The Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)     A response that fully satisfies all outstanding requirements;
 

(2)     An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100 per class.
 
37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R.
§2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37
C.F.R. §2.6(a)(15).
 
 

/Cory Boone/
Cory Boone
Trademark Examining Attorney
Law Office 104
Phone: (571) 270-1510
Fax: (571) 270-2510



cory.boone@uspto.gov
 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
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To: DEQ Systèmes Corp. (eastdocket@holleymenker.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85315751 - EZ PAI GOW -
1003.0019

Sent: 2/27/2013 10:31:23 AM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 2/27/2013 FOR U.S. APPLICATION SERIAL NO. 85315751
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 2/27/2013 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:eastdocket@holleymenker.com
http://tdr.uspto.gov/view.action?sn=85315751&type=OOA&date=20130227#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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